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Office Action Summary 


Application 

1 ^ 


Applicant(s) 


Examiry^r 


Art Unit 


Confirmation No. 



- The MAILING DATE of this communication appears n the c v r shSeLbeneath th correspondenc address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 2 MONTH(S) FROM THE MAILING DATE OF THIS 
COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timety filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply withtn the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely, may reduce any earned patent 
term adjustment. See 37 CFR 1 .704(b). 

Status 



Qx^esponsive to communication(s) filed on 

n This action is FINAL. [T^i^iis action is non-final 



Q Since this application is in condition for allowance except for the formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O G. 213. 



Dispositiop^of Claims 



Of the above c!aim(s) 

|~| Claim(s) 

ni^^€laim(s) 

□ Claim(s) 

□ Claim(s) 



Application Papers 



is/are pending in this application, 
is/are withdrawn from consideration, 
is/are allowed, 
is/are rejected, 
is/are objected to. 

are subject to restriction or election 
requirement. 



□ The proposed drawing correction, filed on is □ approved or □ disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 



I I The drawing(s) filed on . 



is/are \Z\ accepted or EH objected to by the Examiner. 



Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
I I The specification is objected to by the Examiner. 
n The oath or declaration is objected to by the Examiner. 
Pri rity under 35 U.S.C. §§119 and 120 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119 (a)-(d) or (f). 
□ All ^ Some* □ None of the; 

Certified copies of the priority documents have been received. 

Certified copies of the priority documents have been received in Application No. . 

Copies of the certified copies of the priority documents have been received 
in this national stage application from the International Bureau (PCT Rule 17 2(a)) 

— *Certified copies not received: ^ 

LJ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

I LJ translation of the foreign language provisional application has been received 

Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
^ttachm^pt(s) 

ra^formation Disclosure Statement(s), PTO-1449, Paper No(s) _y □ Interview Summary PTO-413 

- No 'ce o References Cited. PTO-892 ^ Z Notice of Informal Patent Appl^^^^^ PTO-152 
LJ Notice of Draftsperson's Patent Drawing Review, PTO-948 □ Other 
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DETAILED ACTION 

1 . Claims 1 -3 1 have been examined. 

Claim Rejections - 35 USC § 112 

2. Claims 1-31 are rejected under 35 U.S.C. 1 12, second paragraph, as failing to set forth 
in specifically stated presentation the subject matter which applicants regard as the invention. In 
particular, applicant should incorporate mathematical expressions to precisely define the means 
for valuing the portfolio relative to other portfolios, the nature of the first to fifth values and their 
mathematical structures as well as the mathematical discussion in describing the claims precisely. 
The claims as presented herein are too broad and not sufficiently distinctive to demonstrate 
applicant's disclosure in a detail sufficient to permit fiirther reviewr. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
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provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

4. Claims 1 -3 1 are rejected under the judicially created doctrine of double patenting over 
claim of U. S. Patent No. 5,799,287 since the claims, if allowed, would improperly extend the 
"right to exclude" already granted in the patent. 

The subject matter claimed in the instant application appears to be disclosed in the patent 
and is covered by that patent since the patent and the application are claiming common subject 
matter, as follows whereby Claims 1-31 in the instyant aplication appear to overlap claims 1-10 
in US Pat. No: 5,799,287. 

Furthermore, there is no apparent reason why applicant was prevented from presenting 
claims corresponding to those of the instant application during prosecution of the application 
which matured into a patent. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968). 
See also MPEP § 804. 

Conclusion 

5. THIS ACTION IS MADE NON-FINAL. 
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6. Questions concerning this communication should be addressed to the primary examiner 
of record, Dr. Geoffrey Akers, P.E., who can be reached between 6:30 AM and 5:00 PM Monday 
through Friday at 703-306-5844. If attempts to contact the primary examiner are unsuccessful, 
the primary examiner's superior, Mr. Vincent Millin, SPE, may be telephoned at (703)-308-1065. 

The fax number for Formal or Official faxes and Draft or Liformal faxes to Technology 
Center 3600 or this Art Unit is (703)-308-3687. Any inquiry of a general nature or relating to the 
status of this application should be directed to the Group receptionist whose telephone number is 
(703)-308-1113. 
GRA 




